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DETAILED ACTION 
Claim Rejections - 35 USC § 103 

1 . The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claims 1-6, 8, 10-13 and 15-16 are rejected under 35 U.S.C. 103(a) as being 

unpatentable over Monahan et al, U.S. Patent No. 6,523,037 B1 [Monahan] , and 

further in view of Shaw et al. U.S. Patent 6,311,211 B1 [Shaw] 

As per Claims 1 and 12-13, Monahan disclose an interactive electronic 
communication comprising'. 

a commercial message portion that includes a first branding graphic (Figures 
12A-13) 

an interface portion that receives a search string designated by the recipient 

(Col. 5, lines 19-30., Col. 8, lines 30-49),, 

a search engine interface (Col. 5, lines 19-30., Col. 8, lines 30-49., and 
a searching routine that submits the search string to a search engine via the 

search engine interface, and returns results to the recipient from within an e-mail client, 

without using a browser ( Col. 5, lines 27-39, Col. 6, lines 25-31 : Col. 7, lines 22-28 and 

57-65). 

Monahan et al discloses the use of banner ads within an e-mail, however, fails to 
explicitly disclose a branding graphic portion together with an interface portion that 
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receives a search string. However, Monahan et al since shows the placement of a 
banner ad within an e-mail message (Figure 12B), examiner submits that it would have 
been obvious to one of ordinary skill in the ad at the time of applicant's invention that 
banner ads or other branding graphics may be placed within any e-mail message 
including an e-mail message that allows the entry of a search string such as the 
interface described above (Col. 5, lines 19-30., Col. 8, lines 30-49). Placing banner ads 
or other graphics within e-mail messages was well known at the time of applicant's 
invention and one would have been motivated to include this type of advertising within 
an e-mail as pad of a marketing campaign in order to entice the consumer to purchase 
certain products. 

Monahan discloses the claimed invention except for an interactive electronic 
commercial, and an e-mail message used to convey the interactive electronic 
commercial to a recipient. How ever, Monahan does disclose the use of banner ads in 
the electronic communications (Fig. 12A-C and 13). Shaw teaches that it is known in the 
art to provide an interactive electronic commercial, and an e-mail message used to 
convey the interactive electronic commercial to a recipient. Col. 10, lines 45-67. It would 
have been obvious to one having ordinary skill in the art at the time the invention was 
made to provide the banner ad of Monahan with an interactive electronic commercial, 
and an e-mail message used to convey the interactive electronic commercial to a 
recipient, in order to provide the user with a simple and effective way to reach a 
providers web site when the information is relevant. 
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As per Claim 2: 

Monahan further disclose wherein the search string is selected from a list of 
search strings presented to the recipient in the commercial (Figures 12-13). 

As per Claim 3: 

Monahan further disclose wherein the interface portion contains a space 
into which the recipient types the search string (Col. 5, lines 19-30\ Col. 8, lines 30-49). 

As per Claims 4-5: 

Monahan further disclose wherein the search engine is a commercial searching 
facility available through a portal other than the commercial or through a web page of 
the internet ( Col. 6, lines 22-31 ; Col. 12, lines 5-1 1). 

As per Claim 6: 

Monahan further disclose wherein the search engine further comprises a 
graphical hyperlink to an Internet site (Figure 9A and 12B). 

As per Claim 8: 

Monahan further disclose a results routine that returns a set of results to the 
recipient through an interface provided by the commercial based upon submitting the 
search string to the search engine. (Figure 9A, 12A-12B, 13). 
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As per Claims 10-11: 

Monahan further disclose an audio containing clip included within an email (Col. 
9, lines 35-40). 

As per Claim 15: 

Monahan disclose an interactive electronic commercial sent to a recipient 
comprising: 

providing the commercial with a commercial message portion that includes a first 
branding graphic (Figures 1 2A-1 3) 

the recipient opening the attachment and displaying an interface portion that 
receives a search string designated by the recipient ( Col. 5, lines 19-30., Col. 8, lines 
30-49)., and 

an e-mail client submitting the search string to a search engine, and returns 
results to the recipient from within an e-mail client, without using a browser ( Col. 5, 
lines 27-39', Col. 6, lines 25-31 ., Col. 7, lines 22-28 and 57-65). 

Monahan discloses the' use of banner ads within an e-mail, however, fails to 
explicitly disclose a branding graphic portion together with an interface portion that 
receives a search string. However, Monahan since shows the placement of a banner ad 
within an e-mail message (Figure 12B), the examiner submits that it would have been 
obvious to one of ordinary skill in the ad at the time of applicant's invention that banner 
ads or other branding graphics may be placed within any e-mail message including an 
e-mail message that allows the entry of a search string such as the interface described 
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above (Col. 5, lines 19-30., Col. 8, lines 30-49). Placing banner ads or other graphics 
within e-mail messages was well known at the time of applicant's invention an one 
would have been motivated to include this type of advertising within an e-mail as pad of 
a marketing campaign in order to entice the consumer to purchase certain products. 

Further, Monahan discloses the claimed invention except for an interactive 
electronic commercial, and an e-mail message used to convey the interactive electronic 
commercial to a recipient. How ever, Monahan does disclose the use of banner ads in 
the electronic communications (Fig. 12A-C and 13). Shaw teaches that it is known in the 
art to provide an interactive electronic commercial, and an e-mail message used to 
convey the interactive electronic commercial to a recipient. Col. 10, lines 45-67. It would 
have been obvious to one having ordinary skill in the art at the time the invention was 
made to provide the banner ad of Monahan with an interactive electronic commercial, 
and an e-mail message used to convey the interactive electronic commercial to a 
recipient, in order to provide the user with a simple and effective way to reach a 
providers web site when the information is relevant. 

As per Claim 16: 

Monahan disclose a method of sending an interactive electronic commercial sent 
to a recipient as an e-mail message comprising 1 . 

providing an e-mail message to a recipient, the e-mail message including a 
commercial message portion (Figures 12A-13) 



Application/Control Number: 09/856,536 Page 7 

Art Unit: 3621 

the recipient opening the e-mail message displaying the commercial message 
portion and an interface portion, the interface portion being operable to receive a 
recipient designated search string (Col. 5, lines 19-30., Col. 8, lines 30-49)., and 

an e-mail client that is operable to submit the recipient designated search string 
to a search engine, and returning a set of results from submission of the search string to 
the recipient within the opened e-mail message. (Col. 5, lines 27-39., Col. 6, lines 25- 
31 ; Col. 7, lines 22-28 and 57-65). 

Monahan discloses the use of banner ads within an e-mail, however, fails to 
explicitly disclose a commercial message portion together with an interface portion that 
receives a search string. However, Monahan since shows the placement of a banner ad 
within an e-mail message (Figure 12B), the examiner submits that it would have been 
obvious to one of ordinary skill in the ad at the time of applicant's invention that banner 
ads or other commercial messages may be placed within any e-mail message including 
an e-mail message that allows the entry of a search string such as the interface 
described above (Col. 5, lines 19-30; Col. 8, lines 30-49). Placing banner ads or other 
graphics within e-mail messages was well known at the time of applicant's invention and 
one would have been motivated to include this type of advertising within an e-mail as 
part of a marketing campaign in order to entice the consumer to purchase certain 
products. 

Further, Monahan discloses the claimed invention except for an interactive 
electronic commercial, and an e-mail message used to convey the interactive electronic 
commercial to a recipient. How ever, Monahan does disclose the use of banner ads in 



Application/Control Number: 09/856,536 Page 8 

Art Unit: 3621 

the electronic communications (Fig. 12A-C and 13). Shaw teaches that it is known in the 
art to provide an interactive electronic commercial, and an e-mail message used to 
convey the interactive electronic commercial to a recipient. Col. 10, lines 45-67. It would 
have been obvious to one having ordinary skill in the art at the time the invention was 
made to provide the banner ad of Monahan with an interactive electronic commercial, 
and an e-mail message used to convey the interactive electronic commercial to a 
recipient, in order to provide the user with a simple and effective way to reach a 
providers web site when the information is relevant. 

Claims 7, 9 and 14 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Monahan et al, U.S. Patent No. 6,523,037 B1 [Monahan], in view 
of Fortenberry et al, U.S. Patent No. 6,101.485 [Fortenberry]. 

As per Claims 7, 9 and 14: 

Monahan disclose a banner ad within an e-mail message, however, does not 
specifically disclose an ordering routine through which the recipient orders a product. 
Fortenberry discloses a system for electronic solicitations using e-mail and enables a 
consumer to order products from within the e-mail message (Abstract). It would have 
been obvious to one of ordinary skill in the art at the time of applicant's invention to 
modify the method of Monahan et al and include the ability to order products from within 
an e-mail message as taught by Fortenberry. One would have been motivated to 
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include an ordering routine to allow the consumer to purchase the products being 
promoted. 

Examiner's Note: Examiner has cited particular columns and line numbers in the 
references as applied to the claims below for the convenience of the applicant. 
Although the specified citations are representative of the teachings in the art and are 
applied to the specific limitations within the individual claim, other passages and figures 
may apply as well. It is respectfully requested from the applicant, in preparing the 
responses, to fully consider the references in entirety as potentially teaching all or part 
of the claimed invention, as well as the context of the passage as taught by the prior art 
or disclosed by the examiner. 



Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Daniel L. Greene whose telephone number is 571-272- 
6707. The examiner can normally be reached on M-Thur. 8am-6pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, James P. Trammell can be reached on 571-272-6712. The fax phone 
number for the organization where this application or proceeding is assigned is 703- 
872-9306. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Cen^eT^BC) at 866-21 7-91 97 (toll-free). 
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Daniel L. Greene 
Examiner 
Art Unit 3621 



